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Background 1 A simple beginning?

101 states Néany new and UuUsSe
manufacture, or composition of matter, or any new and
usef ul | mprovement thereof,

TAXPAYER SIT6 ON PNEUMATIC. CUSHION (A) FORCING AIR THROUGH A TUBE (B) BLOWING BALLOON (T) INTO
CANDLE (D), EXPLODING BALLOON SCARES P0G (E) WHICH PULLS LEASH (F) DROPPING BALL (G) ON TEETER
TOTER D) LAUNCHING PLANS (1) WHICH TILTS LEVER(), THEN PITCHER(K) POURS WATER ONTO PLANT (L)
CAUSING IT TO GROW WHICH PULLS STRING ATTACHED To HAND() THAT LIFTS THE WALLET(ND.
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Background 1 101 Guidelines

Does this look easy to you?

. Determine Whether the Claimed Invention Complies with 35 U.S.C. § 101

Consider the Breadth of 35 U5 .C. % 101

'

Classify the Claimed Invention

I

Functional rMon-functional
A . Descriptive Material
Desepve atenal  |or | (e s, ieranywarks, | or | ANAtralEhenomenon | eq
I:uznr camputer rg ram - mere data) per se or on - ¢ rﬁa netigbrin}
R ar 52} g camputer readahble g
P medium
[ Mo
* Statutory
i . YES Product
?tssgfosbo; Armachine or A specific -
erformed on a L] manufacture for machine or
" computer? - perfarming a process Lo manufacture?
#YES (¥]s]
Merely manipulates | vES
| Evgiuate process o dederrmine it I-i ahstract idea or
4‘ solves a purely
mathematical
problem without any
MO SRR S Ls]
inggﬁg::;sm Manipulates data representing — IIr_‘nltatlcnn t_n:u a — Statutory
h sipcal acts ar physical objects or activities to practical application )
pogt computer —*= achieve a practical application Subject
pI:FDce_ss acijivitg.-'} (pre-camputer process activity) “ES Matter




Bilski I patentable subject matter

Background on business method patents:

E§101: Patentable subject mat
process, machi ne, manufactur

E 1981: Supreme Court identifies three categories of
unpatentable subject matter: laws of nature, natural
phenomena, and abstract ideas. Diamond v. Diehr.

E1998: Federal Circuit deci de

Arti cul at es nuseful , conecr
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Bilski i patentable subject matter

E 2008: CAFC decides to hear In re Bilski en banc, and
poses 5 guestions, including:

Whet her a process NnNmus
transformation of an article or be tied to a
machineo to be eligibl

Whether State Street should be overruled In
any respect.

¢ 2009: Bilski appeals to U.S. Supreme Court.
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Questions Submitted to the Supreme Court

Mustprokesso must be tied to a
apparatus, or transform a particular article into a different

state or thing

Do es mnabhene-gr-transformationd t e st f or
eligibility contradict 35 U.S.C. § 273
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Bilski I patentable subject matter

Overview of decision:

E Confirms that no fibusi rBd@s
exists.

~d

es State Streetods nlt

E Overrul
t O t est .

resul

E Articul at es new nNnmachi ne or
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Bilski T patentable subject matter

Machine-or-transformation test:

E § 101 is satisfied if claimed process:

|l s Ntir ed t o a arti cul

Transforms an article.

E Opinion gives very |little g
particul ar machineo means.

E Transformation prong satisfied by manipulation of data
representing a physical article
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Bilski T patentable subject matter

Can business methods that do NOT
Involve a computer be patented after
Bilski?
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Bilski T patentable subject matter

Can business methods that do not
Involve a computer be patented after
Bilski?

Answer: rarely, If ever
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Bilski T patentable subject matter

Wil Bilski significantly change the
way the USPTO examines patent
applications?
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Bilski T patentable subject matter

Wil Bilski significantly change the
way the USPTO examines patent
applications?

Answer: probably NOT
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Bilski T patentable subject matter

May 15, 2008 and January 7, 2009 memo to TC directors:

13

fé the Officebds gui dan
101 process must (1) be tied to another statutory

class (such as a particular apparatus) or (2)
transform underlying subject matter (such as an
article or materi al s)
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Bilski i patentable subject matter

|s Bilski limited to business method
patents?
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Bilski i patentable subject matter

|s Bilski limited to business method
patents?

Answer: NO

(See Ariad v. Lilly 7 altering activity of a protein;

Classen v. Biogen i determining an immunization schedule; and

Prometheus v. Mayo T determining an optimal dosage of a drug)
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Bilski i patentable subject matter

The nparticul ar
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Bilskitnparti cul ar machi n

Can a general-purpose computer
serve as a npartiec
Bilski?
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Bilskitnparti cul ar machi n

Can a general-purpose computer
serve as a npartiec
Bilski?

Answer: Almost definitely
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Bilskitnparti cul ar machi n

3 Reasons why a general purpose computer can be enough:

1. If more than a general-purpose computer Is required,
tens of thousands of patents will become invalid.

2. Bl | disaussisn of Benson strongly suggests that a
ndigital computero can be a

19 © 2008 Knobbe Martens Oison & Bear LLF



Bilskitnparti cul ar machi n

3 Reasons why a general purpose computer can be enough:

3. The fmaocthrianresf or mati ono test
determining whether the claim effectively preempts a
Nfundament al principleo (I
of nature, or abstract idea).

U A fundamental principle will not be preempted merely
because the claim requires no more than a general-

purpose computer.
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Bilskitnparti cul ar machi n

Is the mere recitation of a computer
In a method claim enough?
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Bilskitnparti cul ar machi n

Is the mere recitation of a computer
In a method claim enough?

Answer: Not always

(See Ex parte Langemyr)
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Factors:

E Does the claim require some non-trivial use of a
computer?

E Is the claim limited to some practical
application?

Is the practical application recited In
sufficiently narrow terms?

23 © 2008 Knobbe Martens Oison & Bear LLF



Knobbe Martens

Bilskitnparti cul ar machi n

Wi | | Bi | s ki be ext
and nNncompadabl e me
claims?
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Bilskitnparti cul ar machi n

Wi | | Bi | s ki be ext
and nNncompadabl e me
claims?

Answer: Probably

(See Ex parte Atkins and Ex part Miyazaki)
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BilskitTnparti cul ar machi n

Reasons:

E Unless extended to system and CRM claims, Bilski will
be easy to circumvent.

E In State Street, CAFC emphasized that the focus should
be on what applicant has invented, and not on the
particular claim format used.

E Superficial Arephrasingo or
not be enough.
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Bilski T validity challenges

Wil Bilski be used to challenge the
validity of existing business method
patents during litigation?
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Bilski T validity challenges

Wil Bilski be used to challenge the
validity of existing business method
patents during litigation?

Answer: Yes

(See Fort Properties, Inc. v. Master Lease LLC, C.D. Ca., January 22, 2009)
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Bilski T Validity Challenges

E Claims with minimal or no recitations of computer
hardware will be the most vulnerable.

E Prior to enforcement, consider using reissue process to
add appropriate hardware language (if supported by
specification).
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Practical Suggestions

E Attempt to avoid the business method groups in the
Patent Office.

Donotst ate I n the patent appg
met hodo or fAa method of <co
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